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INTELLECTUAL PROPERTY AS SEEN BY
BARBIE AND MICKEY: THE RECIPROCAL RELATIONSHIP
OF COPYRIGHT AND TRADEMARK LAW

by JaNE C. GINSBURGH

ABSTRACT

Some years ago, case law on trademark parodies and similar unautho-
rized “speech” uses of trademarks could have led one to conclude that the
law had no sense of humor. Over time, however, courts in the U.S. and
elsewhere began to leaven likelihood of confusion analyses with healthy
skepticism regarding consumers’ alleged inability to perceive a joke. These
decisions did not always expressly cite the copyright fair use defense, but the
considerations underlying the copyright doctrine seemed to inform trade-
mark analysis as well. The spillover effect may indeed have been inevitable,
as several of the cases in which the fair use defense prevailed coupled copy-
right and trademark claims.

Just as copyright law has influenced the development of trademark
doctrine in the U.S, so has trademark law evolved a reciprocal relationship
with copyright, potentially extending the protection of certain copyrighted
works, notably cartoon characters, beyond the copyright term.

This essay will first address how the U.S. copyright fair use doctrine has
allowed U.S. federal judges in trademarks cases to connect with their inner
comic impulses. Second, I will consider the conflict between trademark
law’s potentially eternal duration and copyright’s constitutionally mandated
limited times, particularly in the context of visual characters such as Mickey
Mouse. Looking to EU law, I will also offer some additional considerations
regarding the use of expired copyrighted works as trademarks.

While those analyses address trademarks and copyright as potential an-
tagonists where exercise of trademark rights threatens to frustrate copyright
policies, there is another side of the coin. To an increasing extent, we are
seeing trademark symbols become characters and acquire value not only as
source-indicators, but also as artistic (or audiovisual) works. I will conclude
by considering the value that copyright protection might add to registered
trademarks.

*This essay is based on the Christopher Meyer Lecture, delivered Nov 13, 2017,
which in turn was based in part on Jane C. Ginsburg, Licensing Commercial Value:
From Copyright to Trademarks and Back, in THE Law AND PracTICE OF TRADE-
MARK TrANsAcTIONS: A GLOBAL AND LocaL OutLook 53 (Irene Calboli & Jac-
ques de Werra eds., 2016). Thanks for research assistance to Allyson Mackavage,
Columbia Law School class of 2015 and to Nathalie Russell, Columbia Law School
class of 2018.
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In his celebrated concurrence in Laugh It Off v. South African Brew-
eries,! South African Constitutional Court Justice Albie Sachs famously
asked:

Does the law have a sense of humour? This question is raised whenever
the irresistible force of free expression, in the form of parody, meets the
immovable object of property rights in the form of trademark
protection.?

Some years ago, the U.S. caselaw on trademark parodies and similar unau-
thorized “speech” uses of trademarks could have led one to conclude that
the law (at least as expressed by U.S. federal judges) had no sense of hu-
mor.2> Over time, however, U.S. courts began to leaven likelihood of con-
fusion analyses with healthy skepticism regarding consumers’ alleged
inability to perceive a joke.* Courts even suggested that the first amend-
ment might require a more persuasive showing of likely confusion when
expressive works were alleged to infringe.> These decisions did not always
expressly cite the copyright fair use defense, but the considerations under-
lying the copyright doctrine seemed to inform trademark analysis as well.5

1 Laugh It Off Promotions CC v. South African Breweries Int’l (Fin.) B V T/A
Sabmark Int’l, 2005 1 SA 1 (CC) (S. Afr.).

2 Id. at 70.

3 See, e.g., Gueci Shops, Inc. v. R. H. Macy & Co., 446 F. Supp. 838 (S.D.N.Y.
1977) (“Gucchi Goo” diaper bags held likely to be confused with Gucci handbags);
Mut. of Omaha Ins. Co. v. Novak, 836 F.2d 397 (8th Cir. 1987) (“Mutant of
Omaha” anti-nuclear protest items such as coffee mugs and posters held likely to
be confused with “Mutual of Omaha” insurance services; Anheuser-Busch, Inc. v.
Balducci Publ’ns, 28 F.3d 769 (8th Cir. 1994) (“Michelob Oily” parody ad in
Snicker humor magazine held likely to confuse the public as to its approval by the
producers of Michelob Dry beer); Harriette K. Dorson, Satiric Appropriation and
the Law of Libel, Trademark and Copyright: Remedies Without Wrongs, 65 B.U.L.
Rev. 923 (1985).

4 See Cliffs Notes, Inc. v. Bantam Doubleday Dell Publ’g Grp., Inc., 886 F.2d
490 (2d Cir. 1989) (“Spy Notes” parody of Cliffs Notes, no likelihood of confusion
found); Yankee Publ’g v. News Am. Publ’g, 809 F. Supp. 267 (S.D.N.Y. 1992)
(New York Magazine parody of cover of Old Farmer’s Almanac cover, no likeli-
hood of confusion found); Louis Vuitton Malletier S.A. v. Haute Diggity Dog,
LLC, 464 F. Supp. 2d 495 (E. D. Va. 2006) (“HDD sells products such as Chewnel
# 5, Dog Perignon, Chewy Vuiton, and Sniffany & Co. in pet stores, alongside
other dog toys, bones, beds, and food, and most are priced around § 10;” neither
likelihood of confusion nor dilution found).

5 Rogers v Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989).

6 See Pierre N Leval, Trademark: Champion of Free Speech, 27 CoLum. J.L. &
ArTs 187, 208 (2004) (in federal anti-dilution act Congress is saying to courts,
“You have shown in your development of fair use in copyright that you know how
to limit the scope of a broadly-written exclusivity statute — to keep it in line with
the needs of free expression. We are relying on you to do that here. Create appro-
priate doctrines of “fair use” to keep the Dilution Act within reasonable
bounds.”). See also generally Rebecca Tushnet, Make Me Walk, Make Me Talk,
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The spillover effect may indeed have been inevitable, as several of the
cases in which the fair use defense prevailed coupled copyright and trade-
mark claims. It is not surprising that the sardonic expressions that proved
fair use for the copyright goose would lead to similar treatment for the
trademarks gander, particularly when the avian species at issue was a bird
called Barbie.

Just as copyright law has influenced the development of trademark
doctrine in the U.S., so has trademark law evolved a reciprocal relation-
ship with copyright, potentially extending the protection of certain copy-
righted works, notably cartoon characters, beyond the copyright term.
Justice Scalia decried the resort to trademark law to generate “a species of
mutant copyright law that limits the public’s “federal right to ‘copy and to
use,” expired copyrights.”” But, as we will see, differences in the nature
and purpose of copyright and trademark law in fact permit the revival of
dead copyrights as trademarks. Copyright policy, however, may constrain
the quantity of bodies that those zombies may snatch.

In this essay, I will first address how the U.S. copyright fair use doc-
trine has allowed U.S. federal judges in trademark cases to connect with
their inner comic impulses. Second, I will consider the conflict between
trademark law’s potentially eternal duration and copyright’s constitution-
ally mandated limited times, particularly in the context of visual characters
such as Mickey Mouse. Finally, as further evidence of copyright/trade-
mark reciprocity, I will evoke a newer trend, the refashioning of trade-
mark symbols into copyrighted characters.

1. HOW BARBIE MADE TRADEMARKS JUDGES LIGHTEN UP

Lawful unauthorized uses of trademarks of course predate both the
Mattel toy company?® and the 1946 Lanham Act.® In 1924, in a case con-
cerning the labelling of lawfully purchased and rebottled perfume, Justice
Holmes famously declared: “When the mark is used in a way that does not

Do Whatever You Please: Barbie and Exceptions, in INTELLECTUAL PROPERTY AT
THE EDGE: THE CoNTESTED CONTOURS OF IP 405-26 (Rochelle Cooper Dreyfuss
& Jane C. Ginsburg eds., 2014); Jane C. Ginsburg, Of Mutant Copyrights, Mangled
Trademarks, and Barbie’s Beneficence: The Influence of Copyright on Trademark
Law, in TRADEMARK LAaw AND THEORY: A HANDBOOK OF CONTEMPORARY RE-
SEARCH 481 (Graeme B. Dinwoodie & Mark D. Janis eds., 2008).

7 Dastar Corp. v. Twentieth Century Fox Film Corp., 539 U.S. 23, 34 (2003).

8 Mattel, Inc. is an American multinational toy manufacturing company founded
in 1945,

9 Lanham Act, Pub. L. No. 79-489, 60 Stat. 427 (1946), codified at 15 U.S.C.
§ 1051 et seq. (2012).
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deceive the public we see no such sanctity in the word as to prevent its
being used to tell the truth. It is not taboo.”10

The Lanham Act codified part of this precept by permitting the use of
descriptive terms in a registered trademark for the purpose of description,
and not as a trademark.!? For example, if ZEST is a trademark for a
lemon-lime soda, the registrant cannot prohibit a competitor from inform-
ing the public that its lemon-lime soda, call it FIZZUP, includes lemon
zests, or that it has a zesty taste. But the Lanham Act does not explicitly
exempt a competitor’s use of ZEST to describe the competitor’s product,
for example, to proclaim that FIZZUP tastes better than, has more bub-
bles than, or fewer calories than, ZEST.'?> Nor does the Lanham Act ex-
plicitly allow a non-competitor, such as the (fictitious) magazine Teen
Taste to elicit its readers’ beverage preferences by asking them whether
ZEST is their most or least favorite carbonated beverage.'> Former Ninth
Circuit Judge Kozinski dubbed these latter denominations “nominative
fair use,” and the sobriquet has stuck.4

The nominative fair use defense to trademark infringement proceeds
through an analysis of factors.!> As we will see, these factors complement
and echo the first, third, and fourth copyright fair use factors.1¢

Although in U.S. law copyright is a property “right in gross,” and
trademark is not (or is not supposed to be) such a right, the trademark and
copyright fair use limitations have this in common: the users of the mark
or of another author’s work are engaged in independent economic or crea-
tive activity. They are not simply redistributing another’s work of author-

10 Prestonettes, Inc. v. Coty, 264 U.S. 359, 368 (1924) (citing Delaware & Hudson
Canal Co. v. Clark, 80 U.S. 311, 327 (1871)).

11 15 U.S.C. § 1115(b)(4) (2012).

12 1d.

13 Id.

14 See New Kids on the Block v. News Am. Publ’g, 971 F.2d 302 (9th Cir. 1992);
Playboy Enters., Inc. v. Welles, 279 F.3d 796 (9th Cir. 2002); Century 21 Real Es-
tate Corp. v. Lendingtree, Inc., 425 F.3d 211 (3d Cir. 2005) (following Ninth Cir-
cuit). Other circuits reach the same result through similar reasoning, albeit without
applying the label “nominative fair use.” See, e.g., Universal Commc’n Sys. v.
Lycos, Inc., 478 F.3d 413, 424-25 (1st Cir. 2007). See generally J. THomMas McCARr-
THY, Non-Confusing Nominative Fair Use, in 4 MCCARTHY ON TRADEMARKS AND
UNFAaIR CompETITION § 23:11 (5th ed. 2018).

15 New Kids, 971 F.2d at 306 (“First, the plaintiff’s product or service in question
must be one not readily identifiable without use of the trademark; second, only so
much of the mark or marks may be used as is reasonably necessary to identify the
plaintiff’s product or service; and third, the user must do nothing that would, in
conjunction with the mark, suggest sponsorship or endorsement by the trademark
holder.”).

16 See 17 U.S.C. § 107(1), (3), (4) (2016).
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ship!” or appending another’s mark to the same or confusingly similar
goods. Rather, (at least for traditional copyright fair use) they are making
a new work, or, on the trademark side, proclaiming their own goods or
communicative activities.'® By the same token, the uses do not unfairly
usurp the copyright or trademark owner’s markets. A devastating review
may dampen desire for the critiqued work, but that kind of harm is not
cognizable in copyright.!® Similarly, a comparative advertisement may
persuade consumers of the superior merits of the competitor’s goods or
services, but if the advertisement is truthful no Lanham Act claim lies.29

Trademark “fair use” may have received its greatest impetus from de-
cisions involving overlapping claims of copyright and trademark infringe-
ment, for it is not surprising that once a court has found the use to be
“transformative” and to promote speech and/or learning, and thus most
often to be “fair” in the copyright sense, that court is unlikely to find the
same activity to violate the copyright holder’s trademark in the copied
work. Nonetheless, the first of the “Barbie” cases to find nominative fair
use in trademark law did not involve copyright infringement, though it did
concern a parody.?! In that case, the song Barbie Girl by the Danish one-
hit group Aqua in 1997 foisted on the airwaves lyrics like the following,
nasally sung to a catchy refrain: “I'm a Barbie girl, in a Barbie world. Life
in plastic, it’s fantastic. You can brush my hair, undress me everywhere.
Imagination, life is your creation. . . . I’'m a blond bimbo girl, in a fantasy
world. Dress me up, make it tight, I'm your dolly.” To which the bass in

17 In narrow circumstances of “market failure,” redistributive uses may be ruled
“fair,” but the kinds of uses at issue in the copyright/trademark overlap cases are
more traditionally “transformative,” such as parodies.

18 Fair use of another’s trademark to describe the trademark owner’s goods, as
lawfully repackged and resold by the defendant (the situation, for example, in
Prestonettes), does not, admittedly, involve the same kind of independent eco-
nomic activity. Permitting the use of the mark, however, is a necessary corollary to
the “exhaustion” or “first sale” doctrine, which permits third parties to resell
trademarked (or copyrighted) goods once they have been lawfully sold. If the re-
seller cannot inform the public what the resold goods are, the exhaustion doctrine
will, as a practical matter, have little impact. Cf. Kellogg Co. v. Nat’l Biscuit Co.,
305 U.S. 111, 118 (1938) (once patent expired, and competitors are free to manu-
facture the goods, they also are entitled to call the goods “the name by which
[they] had become known”).

19 See, e.g., Campbell v Acuff-Rose Music, 510 U.S. 569, 593 (1994).

20 See, e.g., Smith v. Chanel, Inc., 402 F.2d 562 (9th Cir.1968) (smell-alike per-
fume); August Storck K.G. v. Nabisco, Inc., 59 F.3d 616 (7th Cir. 1995) (competing
candies).

21 Mattel, Inc. v. Universal Music Int’l, 296 F.3d 894 (9th Cir. 2002).
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the group would interject in a froggish croak (Aqua’s album was, after all,
called Aquarium): “C’'mon Barbie, let’s go party!”2

Holding that “the trademark owner does not have the right to control
public discourse whenever the public imbues his mark with a meaning be-
yond its source-identifying function,” the Ninth Circuit rejected the likeli-
hood of confusion claim.23 Following Second Circuit precedent, the Ninth
Circuit balanced the “public interest in free expression” against the “pub-
lic interest in avoiding consumer confusion,” and accorded the former de-
cisive weight unless the song title’s appropriation of Barbie “has no artistic
relevance to the underlying work whatsoever, or, if it has some artistic
relevance, unless the title explicitly misleads as to the source or the con-
tent of the work.”24 Observing that the Barbie doll was the target of the
song, the court held the group was entitled to identify the butt of its joke,
and had done nothing to mislead the public into thinking that Mattel au-
thorized the song. (Ironically, Mattel subsequently licensed “Barbie Girl”
for advertising Barbie dolls.)?>

The other Barbie trademark fair use decision challenged photographs
irreverently portraying Barbie dolls, and thus implicated both copyright
(the reproduction right in the image of the dolls) and trademarks (use of
the Barbie name in the titles of the photographs).2® The extensive analysis
of copyright fair use almost certainly drove the subsequent findings of un-
likelihood of confusion. In Mattel, Inc. v. Walking Mountain Products, the
producer of Barbie tried to enjoin an artist from distributing his series,
“Food Chain Barbie” which depicted Barbie victimized by a variety of
kitchen appliances (and appearing occasionally to enjoy it).?’

In granting summary judgment on the copyright claim, the court ruled
on the first fair use factor that the Food Chain series “parod[ies] Barbie
and everything Mattel’s doll has come to signify. Undoubtedly, [the court
continued] one could make similar statements through other means about
society, gender roles, sexuality, and perhaps even social class. But Barbie,
and all the associations she has acquired through Mattel’s impressive mar-
keting success, conveys these messages in a particular way that is ripe for
social comment.”28 On the third factor, the court stressed that parodies
need not restrict themselves “to take the absolute minimum amount of the

22 Aqua, Barbie Girl (1997), YouTuUsg, https://www.youtube.com/watch?v=Zyhr
YisS09A (last visited Nov. 28, 2017).

23 Mattel, 296 F.3d at 900.

24 Jd. at 902 (citing Rogers v. Grimaldi, 875 F.2d 994, 999 (2d Cir. 1989)).

25 See Stuart Elliott, Years Later Mattel Embraces “Barbie Girl”, N.Y. TimEs
(Aug. 26, 2009, 4:30 PM), https://mediadecoder.blogs.nytimes.com/2009/08/26/
years-later-mattel-embraces-barbie-girl.

26 353 F.3d 792 (9th Cir. 2003).

27 Id.

28 Jd. at 802.
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Anyone may republish the nineteenth-century advertising posters (for
which there may well be a market), but the merchandising opportunities
for the original Bibendum do not seem promising. One might imagine
(carefully labeled) throw pillows in the shape of the original Bibendum,
but a third party would be ill-advised to enter the market for a restaurant
or tour guides featuring images of the nineteenth-century version of the
Michelin mascot, for those uses are not exploiting the character qua char-
acter; they embrace the goodwill of the publishing arm of Michelin, and
would be likely to confuse consumers as to the source of the guide books.
In other words, the original Bibendum may be freely exploitable as a mat-
ter of copyright law, but it does not follow that the original character may
be indiscriminately used by third parties as a trademark.

IIl. WHEN THE TRADEMARK OWNER BECOMES A
COPYRIGHT OWNER: TRADEMARKS AS
COPYRIGHTED WORKS

Most of the commentary on copyright/trademark overlaps focuses
(generally, unfavorably) on attempts to extend the copyright monopoly
through trademark protection.®> But there is another side of the coin: the
development of trademarks into copyrightable characters and other visual
goods. Perhaps because a trademark may lack sufficient authorship to
qualify as a “work” and because, in theory, a trademark does not confer a
right in gross to exploit the symbol as an independent object of property,
we recently see the adaptation of trademarks into the object of copyrights
through the endowment of images not only with brand significance, but
also with personalities and other attributes that convert the source-identi-
fier into a literary, artistic, or (most often) audiovisual character.'® The
creation of characters designed pervasively to permeate children’s media

105 The rights that revert to the author or her heirs are unlikely to enable her to
block the trademark owner’s exploitation of the image as a trademark. If the
trademark is a later representation of the character, the derivative works carve-out
will preclude the author’s claim. If the trademark is the original image, in which
copyright rights have reverted, 17 U.S.C. § 203(b)(5) indicates that reversion will
not terminate the right to license the image as a trademark; to the extent that
copyright reproduction rights necessarily accompany the licensing of trademark
rights, the statutory direction that copyright termination does not ‘affect’ other
rights, would mean that the trademark license incorporated in the copyright li-
cense survives.

106 See, e.g., Calboli, supra note 50; Viva R. Moffat, Mutant Copyrights and Back-
door Patents: The Problem of Overlapping Intellectual Property Protection, 19
BERKELEY TEcH. L.J. 1473 (2004); EsTELLE DERCLAYE & MATTHIAS LEISTNER,
INTELLECTUAL PROPERTY OVERLAPS: A EUROPEAN PERsPECTIVE 12-15, 47-60,
130-338, 200-05, 237-54, 290-92, 295-303, 306-33, and authoritics cited therein
(2011) (surveying copyright/trademark overlaps in the EU and member states);
Mende & Isaac, supra note 42.
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environment through a combination of branding consumer goods (such as
breakfast cereal) and producing animated television shows and associated
toys, all featuring the characters. is a familiar strategy in the U.S. at least
since the advent of the “Strawberry Shortcake” character and brand in the
mid-1980s,107

Nonetheless, the current evolution of trademarks into copyrighted
works is different because in their commercial lives these trademarks were
not born as characters, but rather had the anthropomorphizing touches
that turned them into characters later thrust upon them. Moreover, with-
out those flourishes, the trademarks might have lacked sufficient author-
ship to warrant copyright protection. The red disk of the 7-UP dot, for
example, seems too basic to survive even a cursory Copyright Office ex-
amination for originality. But accessorize it with arms and legs and coif it
with a pair of sunglasses, and a banal form blossoms into the “Cool Spot™
character (see Figure 5).

Figure 5: 7Up Dot: ‘Coolspoir™%

Or take the rudimentary, single-colored shapes of M&Ms candies, en-
dow them with arms and legs and a range of highly expressive (if rather
gender-stereotyped) facial features, and they become “spokescandies”

: Z I()\ﬂ, I\/, AND CHILDRFN 8 ( IJURF N THE A(
MARKETING 38-42 (1995) (discussing Strawberry Shortcake and other licensed
character tie-in programming).

108 7Up, Dr Preper SnavpLe Grour, httpsid/www.drpeppersnapplegroup.com/
brands/Tup (last visited Nov, 28, 2017).
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with pre-packaged personalities and backstories.’®® Moreover, trade-
marks-as-characters star not only in advertising for the trademarked
goods, but also in independent works such as videogames and even feature
films (for example, the Lego Movie and its sequels).!10

We have seen what copyright owners have to gain (or hope to gain)
from claiming trademark protection for visual characters. What can copy-
right contribute to the protection of trademarks? First, because copyright
is a right in gross, it strengthens the coverage available even to marks suffi-
ciently famous to qualify for anti-dilution protection. Copyright is in-
fringed by copying; trademark infringement requires a showing that the
copying causes a likelihood of confusion or of association that is likely to
“blur” or “tarnish” a famous mark.111 Tt is true that in recent years, at
least since the mid-1970s in the U.S., trademark protection has increas-
ingly come to bear on brand symbols in their own right, independent of

109 See generally Characters, MMs, http://www.mms.com/us/characters (last visited
Nov. 28, 2017) (presenting the characters). For examples of the characters’ person-
alities and backstories, see M&M’S® Spokescandies to Pursue Solo Careers — Over
One and a Half Million Dollars in Rewards Offered to Help Reunite ‘M’, MARs
(May 2011), http://www.mars.com/global/press-center/press-list/news-releases.aspx
7siteid=94&id=2973; M&M’S® Spokescandies Reunited After Four-Month Split,
Mars (Sept. 2011), http://www.mars.com/global/press-center/press-list/news-relea
ses.aspx?siteid=94&id=3177.

110 For examples of videogames incorporating M&Ms characters, see M&M’s: The
Lost Formula, IGN, http://www.ign.com/games/mms-the-lost-formulas/pc-15279
(last visited Nov. 28, 2017); M&M’s: Minis Madness, IGN, http://www.ign.com/
games/mms-mini-madness/gbc-15407 (last visited Nov. 28, 2017); M&M’s: Shell
Shocked, IGN, http://www.ign.com/games/mms-shell-shocked/ps-16461 (last visited
Nov. 28, 2017); M&M'’s: Kart Racing, IGN, http://www.ign.com/games/mms-kart-
racing/wii-909133 (last visited Nov. 28, 2017); M&M’s: Adventure, IGN, http://www
.ign.com/games/mms-adventure/wii-14268625 (last visited Nov. 28, 2017). Other
brand examples include 7 UP Spot: The Video Game, MoBYy GAMEs, http://www
.mobygames.com/game/spot (last visited Nov. 28, 2017); Cool Spot, MoBY GAMEsS,
http://www.mobygames.com/game/cool-spot (last visited Nov. 28, 2017); Spot: The
Cool Adventure, MoBY GaMEs, http://www.mobygames.com/game/gameboy/spot-
the-cool-adventure (last visited Nov. 28, 2017); Spot Goes to Hollywood, MoBY
Games, http://www.mobygames.com/game/spot-goes-to-hollywood (last visited
Nov. 28, 2017); Burger King’s Burger King character: Big Bumpin’, Sneak King,
and Pocketbike Racer, Moy GAMEs, http://www.ign.com/articles/2006/10/02/bur-
ger-king-and-xbox-team-up (last visited Nov. 28, 2017); Cheetos: Chester Chee-
tah:Too Cool to Fool, Moy GaMEs, http://www.mobygames.com/game/chester-
cheetah-too-cool-to-fool (last visited Nov. 28, 2017); Chester Cheetah: Wild Wild
Quest, Moy Gawmes, http:/www.mobygames.com/game/chester-cheetah-wild-
wild-quest (last visited Nov. 28, 2017). The California Raisins have a number of
television spots and even a mockumentary and also sold four music albums. See
Meet the Raisins!, IMDB, http://www.imdb.com/title/tt0261062/ (last visited Nov.
28, 2017); Discography, CaLirorRNIA Raisins, http://thecaliforniaraisins.com/
pages/discography.html (last visited Nov. 28, 2017).

111 15 U.S.C. §§ 1114, 1125(a), 1125(c) (2012).
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the goods or services in connection with which they initially appeared.112
Trademark law thus has been adapting to the reality, well established in
the world of marketing, that the thing of value is the trademark; particu-
larly for famous marks, the goods to which the brand applies are increas-
ingly ancillary.1'3 If in the past, trademark goodwill symbolized the
business, in many instances today, the goodwill is the business.}!4
Moreover, from the trademark owner’s perspective, there is little if
any downside to recasting a trademark as a copyrightable work of author-
ship. While the fair use doctrine limits the scope of copyright protection —
particularly for parody, criticism, and commentary — the developments
over the last twenty years of U.S. trademark law, as we have seen, have
given rise to the “nominative fair use” defense and have imported copy-
right fair use concepts to excuse parodies and other critical uses of trade-
marks.''5 As a result, whether they are the objects of trademarks or of

112 See Boston Prof’l Hockey Ass’n v. Dallas Cap & Emblem Mfg., Inc., 510 F.2d
1004 (5th Cir. 1975); Anti-Cybersquatting Consumer Protection Act, Pub. L. No.
106-113, 113 Stat. 1501A-545 (1999), codified at 15 U.S.C. § 1125(d) (2012); Trade-
mark Dilution Revision Act of 2006, Pub. L No. 109-312. 120 Stat. 1730. See also
authorities cited infra nn. 114-15.

113 See, e.g., Katya Assaf, Brand Fetishism, 43 Conn. L. Rev. 83 (2010) (“[M]any
consumers who are loyal to a certain brand of soft drinks or cigarettes, ostensibly
because of the superior taste of the product, actually cannot distinguish their favor-
ite brand in a blind taste-test.”); Barton Beebe, The Semiotic Analysis of Trade-
mark Law, 51 UCLA L. Rev. 621 (2004) (“In asserting that trademarks do no
more than facilitate search and encourage quality, the Chicago School has long
declined to acknowledge what is obvious: that firms produce trademarks as status
goods, that consumers consume trademarks to signal status, and that courts rou-
tinely invest trademarks with legal protection in an effort to preserve this status-
signaling function. The culture industries . . . have long sold trademarks as com-
modities in their own right. Entire areas of trademark doctrine cannot be under-
stood except as systems of rules designed to facilitate the commodification—
indeed, the ‘industrial production’—of social distinction . . .. [IJn modern culture,
the trademark need no longer identify any particular commodity (other than itself) *
in order to receive protection . . . The modern trademark is dyadic in structure.”).
114 See e.g. Jessica Litman, Breakfast with Batman: The Public Interest in the Ad-
vertising Age, 108 YALE L.J. 1717, 1726 (1999). (“[T]he descriptive proposition that
trade symbols have no intrinsic value has come to seem demonstrably inaccurate.
The use of trademarks on promotional products has evolved from an advertising
device for the underlying product line to an independent justification for bringing
a so-called underlying product to market. . . . The worth of such valuable trade
symbols lies less in their designation of product source than in their power to im-
bue a product line with desirable atmospherics. Indeed, in the new orthodoxy,
marketing is value.”)

115 See generally Rebecca Tushnet, Make Me Walk, Make Me Talk, Do Whatever
You Please: Barbie and Exceptions, in INTELLECTUAL PROPERTY AT THE EDGE:
THE CoNTESTED CoNTOURs OF IP 405-:26 (Rochelle Cooper Dreyfuss & Jane C.
Ginsburg eds., 2014); Jane C. Ginsburg, Of Mutant Copyrights, Mangled Trade-
marks, and Barbie’s Beneficence: The Influence of Copyright on Trademark Law,
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copyrights, visual characters seem equally susceptible to legally-privileged
copying for purposes of mockery or social commentary. Copyright there-
fore does not diminish the protection the characters would enjoy as a mat-
ter of trademark law. Admittedly, the copyrights, will in the U.S., expire
ninety-five years from the first publication of the trademarks-as-characters
(assuming they are works made for hire), but during that very long stretch,
the trademark owner will have ample time to update the character and
start another ninety-five-year clock rolling.

Finally, copyright offers significant remedial advantages over trade-
marks. The principal remedy for trademark infringement is injunctive re-
lief.116 Damages require a showing of actual confusion; a trademark
owner would be disinclined to wait to seek relief until consumers can be
shown to have been confused in fact.'l” By contrast, in copyright law,
damages are a traditional remedy.'18

In conclusion, in the reciprocal relationship between copyrlght and
trademarks, we have seen the limiting doctrines of one type of IP right,
copyright, come to the aid of third-party speech interests respecting an-
other kind of IP right, trademarks. But, within those limitations, we have
also seen how these rights complement and reinforce each other, to the
benefit of the businesses that exploit them.

in TRADEMARK Law aND THEORY: A HanDBOOK OF CONTEMPORARY RE-
sEARCH 481 (Graeme B. Dinwoodie & Mark D. Janis eds., 2008).

116 Lanham Act, supra note 9, at § 34, 15 U.S.C. § 1116 (2013); 5 McCARTHY,
supra note 14, § 30:1 (“A permanent injunction is the usual and normal remedy
once trademark infringement has been found in a final judgment.”); id. § 24:132
(“The usual remedy where a violation of anti-dilution law is proven under the Fed-
eral Act is an injunction against the offending use.”) (citing H.R. Rep. No. 104-374,
at 7 (1995) (‘With respect to relief, a new Section 43(c)(2) of the Lanham Act
would provide that, normally, the owner of a famous mark will only be entitled to
injunctive relief upon a finding of liability.”).

117 Lanham Act, supra note 9, at § 35(a), 15 U.S.C. § 1117(a) (relief for ‘any dam-
ages sustained’ indicates that the trademark owner would in fact have had to have
lost sales).

118 17 U.S.C. § 504(b) (2012).



